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PatexiaInsight

Introduction

This year we have expanded our Patexia
Insight series and one of the new reports
we have added to our collection is this
Trademark Prosecution Intelligence Report.
Trademark as one of the most popular types
of intellectual property is widely used by the
US and foreign companies. Since there is no
requirement for attorneys to pass the patent
bar exam to file a trademark application,

the pool of active attorneys and law firms is
much larger than for patents.

The large number of attorneys and law firms
made the preparation of this report more
complicated than other reports we had, as
we had to clean the data and ensure the
applications and registered trademarks were
assigned to the correct attorney, law firm or
owner. Furthermore, as we have covered in
Section 2 of this report, the extreme activ-
ity of Chinese entities in recent years that
caused a significant increase in the number
of registered marks made this task even
more difficult as for the majority of these
entities there was little or no information
available online to verify the names or history
of the organizations.

This year, in our inaugural Trademark Prose-
cution Intelligence Report, we have decided
to also provide the following unique datasets
for the first time:

* The estimated 5-year trademark revenue
generated by trademark firms

* The estimated 5-year trademark revenue
generated by trademark attorneys

* The estimated 5-year spending on US
trademark prosecution by trademark
applicants (corporations) including the
law firm fees, and the USPTO fees

* The top three clients for each of the

trademark firms and the volume of work
handled for each
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* The top three trademark firms, handling
trademark prosecution for each of the
corporations and the volume of work
handled by each firm.

While Trademark is one of the most popular
intellectual property practice areas, there

are little or no statistics available to profes-
sionals working in this field other than the
very high-level annual report released by the
USPTO that covers the entire operation of
that office. We believe that with this report,
trademark attorneys and corporate IP coun-
sel will gain access to new insights, previous-
ly unavailable to everyone.

To prepare our first annual report and provide
useful analysis and statistics, we decided

to reach out to our community and those di-
rectly involved in the trademark field in order
to gather direct feedback through a carefully
designed survey. Thanks to our active IP
community, we collected lots of valuable
statistics from close to 50 law firms, includ-
ing costs of filing and prosecution, impact of
geographical locations on cost and process,
best methods for performance measure-
ment, etc. This has resulted in many invalu-
able data and charts that we have presented
in this report. The content is not only useful
for top law firms but also for any practic-

ing trademark firm or attorney who has the
desire to make their operation more efficient
and profitable.

In addition, companies that are looking to
work with a new law firm or interested in
gaining insights about the cost structure
and trademark prosecution process overall,
can use the data provided here to guide their
current counsel or find a new counsel.

In an effort to make these more accessible
and real-time, we are now offering a set of
online tools that provides access to real
time data, many charts and stats 24/7 to
our partners. We track all the USPTO filings


https://www.patexia.com/insights
https://www.patexia.com/insights
https://www.surveymonkey.com/r/7S6THVP
https://www.surveymonkey.com/r/7S6THVP
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and update our charts on a daily and weekly
basis. This includes business insights such
as top clients of a firm or top trademark
firms representing a company before the
USPTO.

Companies can also learn about their trade-
mark counsel and compare their efficiency,
performance and success to other law firms
or compare themselves with their competi-
tors. They can answer many questions such
as where a particular law firm stands com-
pared to other firms when it comes to filing
trademarks and the cost of filing. Does their
counsel have an efficient process and handle
oppositions effectively? Which law firms are
working for their competitors?

Data clean up and entity name resolution is
still the biggest challenge we are facing for
putting this report together. Extracting trade-
mark owners, attorneys and law firms from
more than several million applications still
creates many duplicates and inaccuracies.
Our sophisticated natural language process-
ing (NLP) algorithms designed by our data
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science team, and combined with analysis
and manual review, performed by our data
analysis team have reduced and minimized
these errors.

IP professionals can join our community for
free and access our law firm and company
pages on www.patexia.com for free. Profiles
of more than 30,000 law firms and more than
600,000 companies are available and acces-
sible for free on Patexia.

Similar to other Patexia reports, the content
for this report is condensed in two files: this
PDF document which covers the statistics,
survey results, and the rankings for the top
100 law firms and companies in multiple
categories and an accompanying Excel file
which includes more statistics and covers
the top 1000 most active attorneys, law firms
and companies.

We hope our IP community finds this exten-
sive information useful, and discovers new
ways to improve their trademark practice on
a day to day basis.

Pedram Sameni
Founder and CEO
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Report Contents

We have organized this report under the
following six sections:

1. Methodology: We explain our method to

measure the right parameters related

to performance, activity, and success

for all stakeholders in trademark pros-
ecution.

2. Trademark Statistics: We look at the
trademark prosecution data at a high
level, providing statistics related to the
Registration Rate, Law Firms, Corpora-
tions, etc.

3. Best Practices for Trademark Attorneys:

We look at the cost of filing for trade-
marks and best measures for perfor-
mance.

4. Companies: We identify the most active
applicants for trademarks and measure
their success, activity and performance.

5. Law Firms: We analyze the performance
and activity of trademark firms, compar-
ing and providing rankings for the top
firms.

6. Trademark Attorneys: We analyze the
performance and activity of trademark
attorneys, comparing and providing
rankings for the top firms.

Similar to our other IP Insights reports, to
have a meaningful comparison and also to
compensate for fluctuation of work for all
stakeholders, we compiled the data for this
study through a period of five years (e.g.,
January 1, 2016 through December 31, 2020).

Disclaimer: The data for this report was obtained from public sources, including USPTO, as well as self-report-
ed by law firms and companies on the Patexia website. Patexia has gone to great lengths to provide valid and
accurate analysis based on this data. However, Patexia does not guarantee 100 percent accuracy, nor take any
responsibility for possible losses caused by the use of information provided in this report.

Copyright © 2021 Patexia Inc. All Rights Reserved 6
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Appendix A:
Top 1,000 Companies

Please check the accompanying Excel file to view the list of the Top 1,000 most active and
best performing companies. We have provided the following metrics:

. Company Name

. Applications Filed

. Applications Concluded (Registered or 1.
abandoned)

. Trademarks 12.
. Activity Rank 13.
. Overall Rank (Performance)

14.
. Final Score (%)
. Success Score (%)

15.
. Registration Rate (%)

16.

Copyright © 2021 Patexia Inc. All Rights Reserved

10.

Pendency (Days) - Number of days
from filing to conclusion (registration or
abandonment)

Office Actions - Average number of of-
fice actions per application

Oppositions - Total number of opposition

Extensions - Average number of exten-
sions per application

Top 3 Law Firms - Top firms with the
volume of trademarks handled for the
company

USPTO Fee (5 Year) - Estimated total
fees paid to the USPTO in 5 years

Law Firm Fees (5 Year) - Estimated total
fees paid to law firms in 5 years

54
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Appendix B:
Top 1,000 Trademark Firms

Please check the accompanying Excel file to view the list of the Top 1,000 most active and
best performing Law Firms. We have provided the following metrics:

. Law Firm Name

. Applications Filed

. Applications Concluded (Registered or 1.
abandoned)

. Trademarks 12.
. Activity Rank

13.
. Overall Rank (Performance)
. Final Score (%) 14.
. Success Score (%)

15.
. Registration Rate (%)

16.
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10.

Pendency (Days) - Number of days
from filing to conclusion (registration or
abandonment)

Office Actions - Average number of of-
fice actions per application

Oppositions - Total number of opposi-
tion

Extensions - Average number of exten-
sions per application

Top 3 Clients - Top three clients with the
volume of work done for each client

USPTO Fee (5 Year) - Estimated total
fees paid to the USPTO in 5 years

Law Firm Fees (5 Year) - Estimated

trademark fees collected by the law
firms in 5 years
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Top 1,000 Trademark

Attorneys

Please check the accompanying Excel file to view the list of the Top 1,000 most active and
best performing trademark attorneys. We have provided the following metrics:

1. Attorney’s Name

2. Attorney's Law Firm
3. Attorney’s Title

4. Applications Filed

5. Applications Concluded (Registered or
abandoned)

6. Trademarks

7. Activity Rank

8. Overall Rank (Performance)
9. Final Score (%)

10. Success Score (%)

11. Registration Rate (%)

Copyright © 2021 Patexia Inc. All Rights Reserved

12.

13.

14.

15.

16.

17.

18.

Pendency (Days) - Number of days
from filing to conclusion (registration or
abandonment)

Office Actions - Average number of
office actions per application

Oppositions - Total number of opposi-
tion

Extensions - Average number of exten-
sions per application

Top 3 Clients - Top three clients with the
volume of work done for each client

USPTO Fee (5 Year) - Estimated total
fees paid to the USPTO in 5 years

Law Firm Fees (5 Year) - Estimated

trademark fees collected by the attor-
neys in 5 years
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Best Performing and
Most Active Badges

As per our tradition, every year Patexia de- members or firms purchasing the report will
signs two types of badges for Best Perform-  receive the proper badges based on their
ing and Most Active law firms as they ranked  rankings.

in different categories. Any of our Concierge

Copyright © 2021 Patexia Inc. All Rights Reserved 57
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Contact Us

Founded in 2010 to bring efficiency and 100,000 IP attorney profiles. We offer
transparency to intellectual property by IP services under four distinct arms: In-
leveraging the power of data, technol- sights (IP Reports), IP Jobs (attorney

ogy, and experts, Patexia is the largest recruiting), Expert Witness, and IP Due
network for IP professionals with over Diligence. Contact us today to learn more.

. (310) 909-7611 X info@patexia.com

Disclaimer: The data for this report was obtained from public sources, including USPTO, PTAB, and PACER, as
well as self-reported by attorneys on Patexia’s website. Patexia has gone to great lengths to provide valid and
accurate analysis based on this data. However, Patexia does not guarantee 100 percent accuracy, nor take any
responsibility for possible losses caused by the use of information provided in this report.

The fine print
This report is being furnished pursuant to, and is subject to, the Terms of Service of Patexia, Inc. (“Patexia”) found

at https:/www.patexia.com/terms_of_service.html, as the same may be modified from time to time (the “Terms
of Service”) and the terms set forth below.

The report and the information, text, statistics, data, material, and graphics (the “Content”) in the accompanying
package (Excel Files) are protected by copyright. You may not remove the copyright notice from the report. You
are free to share the report within the organization that purchased this report. You may not otherwise modify,
copy, reproduce, publish, post, transmit, share or distribute the report or any aspect of the Content without the
prior written permission of Patexia; provided, however, that if your organization is ranked in the report, you may
accurately publish and share with third parties the fact of the numerical ranking of your organization in the report.
All sales of reports are final. You may not return a report for a refund once have paid for the report.

Copyright © 2021 Patexia Inc. All Rights Reserved 58
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Thank you for your purchase of the 2021 of this magnitude. We at Patexia sincerely
Trademark Prosecution Intelligence Report.  hope this report brings value to your orga-

It is your support that enables us to spend nization, and we welcome any thoughts or

the time, money, and precious thousands of ~ feedback you may have.

hours needed to compile an annual report

Our Products coeoc o

Insights

Use data-driven rankings to choose your next IP counsel. Leverage IP
analytics for business development and competitive intelligence. Join the
growing list of law firms and corporate clients who trust our research and
reporting (learn more).

IP Jobs

Discover the right lateral opportunity and make your next move by getting
help from our professional recruiters with unparalleled access to insights
about various practice groups, their growth or decline, active cases, and
clients all over the country and globally. Can't find the right expert? Give us a
call (learn more).

Expert Witness

Hire your next expert witness from Patexia's network of experts. Our team
leverages its massive litigation data and cases' outcome to identify the
top experts out of more than 20,000 with a prior history of testifying in the
related field (learn more).

Crowd Search

Take advantage of our global network to crowd search the validity of patents
and perform your IP due diligence. Enjoy robust crowdsourced prior art and
evidence of use searches using our content platform.

For questions or inquiries related to any of our offerings please contact us at
info@patexia.com or (310) 909-7611 or visit us at www.patexia.com

Copyright © 2021 Patexia Inc. All Rights Reserved
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